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REMARKS 

Claims 1-3 are pending, Claim I is the only independent claim and has been 

amended. 

Claims 1-3 were rejected under 35 U.S.C § 103 over U.S. Patent 6,972,573 
(Ishioka et ai) in view of TP 2001-0832] 4 (Okawa Shinichi). Applicants submit that 
amended Independent claim 1 is patentable over the cited references for at feast the 
following reasons. 

Claim 1 is directed o an ^pe\ or, apparatus au v s lion of i 

nmkvi board a plui h ot conta tiwieoi w meriu-i warns 

includes: a fixed unit having a control device. that controls the inspection apparatus; a 
r \ j i . ^ i -e i s, ieuha 1 t. \ t x. rd it 

ntoymg tmit having a plurality of contact terminals that are respectively brought into 
contact with a first plurality of con tacts on the printed board, the moving unit being 
operable to move above the surface of the printed board by operating a drive fixed 
thereto, and bring the plurality of the contact terminals of the moving unit in contact 
with c st i ot a «. .a can o 1 o on She printed circuit board; a plurality of first wires 
dhecilv canoes ied u ' > pkurahrv ot w i lerauna^ ■ , ;ro\ t unit; at least 
1 . ] 1 <. f ea n n o„ u d -> 

m tv w >vU v-! hu!<;t\enli co,a fs s o .espouse to 

connection switching signals; a connection switching signal iransmittei arranged inside 
oi the fixed unit, J trai >■ the con ection s\\ 1 -ne i > 

switching signal receiver arranged inside of the moving unit, for receiving the 
connection switching signals; a plurality of second wires connected with the fixed unit 
md h noving ni r transmit tlv conrux ti< >n -wi s hu>:n th» 

unit to the moving unit; and a plurality of third wires, the number of which is less than 
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the number of the first wires and which is arranged between the fixed unit and the 
moving unit, for establishing connections between the fixed unit and a part of the hist 
wires which rev switched over by the at least one connection switching de\ ice in 
response to the connection switching signals. 

Claim 1 is directed to an inspection apparatus in which die moving unit (e.g. 
f1 K«\i 0 p s . to j. , 21: - os^ \l e-v p, nk v i n\ i \ ui ii 
into contact with the contacts of the pnntecbcireu.it board. The moving unit is adapted 
so as io sequent x perform im-pcotjon \ g V ,nv >f contact terminals oidhe mo vine 

i"t ieg\ <dv bnmc ) tmntea with a Ursf | > uh< 

printed board. The moving emit fs operable to move above the surface of the printed 
>o; 1 by opera ce xed hereto, and bring the plurality of the contact terminals 

of the moving unit in contact with a second plurality of contacts on the printed circuit 
board. 

In Ishioka et al, each tip of the probes 22 is brought into contact with one of 
h en Is of es cult wiring he ci u > s opb at 

electric signal to the circuit wirings 101 so as to detect signals by means of the sensor 
element 11 of the sensor unit 1 . A selector 23 selects, by switching, the appropriate one 
of die probes 22 lor outnutting the electric test signal See col. 3, lines 25-39. That is, in. 
ishioka et ah, as can be seen from, e.g.. Figure 2, one from among a group of fixed 
probes 22 is selected by switches 23 to output the electric test signal. This is quite 
different from the invention of claim 1 m which a moving unit is provided, as recited. 

( t ' tt 1 It 1 - v ■ _ 

semiconductor integrated circuit in which, in response to the selection address signal 
output from the selection cucuit, one of the plural measured elements 11 is selected and 
is connected to the characteristic measurement terminal 13, allowing the number of the 
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characteristic measurement terminals 13 to be reduced. However, in Okavva Shinichi 
die probe does not teach or reasonably suggest a moving unit thai sequentially 
performs measurement on the measurement points while it moves above the pooled 
cireuit board, as in claim 1, 

In die Office Action, the Examiner stated that claim 1 did not explicitly recite 
sequentially performing inspection, as had been mentioned in the previously filed 
arguments. Claim 1 has been amended to recite, inter alia, thai the moving unit is 
aelaptec t - pern rin » ru< n ai inspection. 

The Examiner also stated, at pages 2-3 of the Office Action that "fshioka et al 
('5'73)'s probe 22 can be rearranged to move above die surface of the printed circuit 
board/' citing ease law relating to the mere rearrangement of parts discussed in the 
MFEP at Sect ion 2144.04 VI C. However, such case law is not applicable to the present 
ease. 

The case law relating to the "rearrangement of parts" is based upon the prior 
art having the same parrs, hut their arrangement (i.e., position) being changed 
somewhat. For example, in In re japikse, 181 F.2d 10X9 (CCPA 1950) it was merely the 
position of a (presumably known) starting switch that had been changed. It was held 

? s viteh v ou d i ot have modii oration oi 

the device." 

In. the present ease, the prior art of record in this case does not have any 
eac ngofa win s m - s eched he probes 22 o Ishioka e are clearly shown as 
being fixed with respes : to th< printed circuit board and with respect tos\ 'itches 23 
during selection. The switciimg between and among the probes 22 is done by switches 
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23, vv ith< uf mo\ ng the probes Tin re i - no concept oi the recited mc \ ing unit with 
probe contacts in Ishioka, or in Okawa, 

The change from using a stationary set of probes, in which one of the probes 
is connected by a switch, to using a moving unit with contact terminals that moves 
above the surface of the printed board ss not simply a rearrangement of parts. In 
particular, it is not simply a change in position of the very same element, as was the 
case in In re Japikse and In re Kuhle., 526 F.2d 553 (CCPA 1975), cited in the MPEP. 

Simply locating the fixed probes of ishioka in a different position relative to 
the circuit card is not what is being claimed. Claim 1 recites a moving unit, a structure 
not shown or contemplated in the cited references, which results in a substantially 
different mode of operation from the prior art references. 

>\ t <r. ^ ' v x 40 w c - s ux uted references, taken alone or. in. 
combination, do not teach the features of amended independent claim 1, which is 
believed patentable thereover. 'The dependent claims are believed patentaMeior at 
least the s 1 , 1 as claim 1, 

i ^ e Act It clearly to 

place this application in condition for allowance and its entry is therefore believed 
proper under 37 C.F.R. § 1.116. In any event, entry of this Amendment in Response to 
Final Office Action, as an earnest effort: to advance prosecution and reduce the number 
of issues, is respectfully requested. 
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\ si v > ilng amendments arid re <s, A * 1 eetfulh 
i v i ' ^ ^ i^Uf. i >i 1 1 i t \ , ^rchon 

Dated: June 19, 2007 Respectfully submitted, 
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/..Registration No.; 38,586 
\ UCkS fblix SHAPIRO LLP 
1177 Avenue of the Americas 
41st Floor 

New York, New York 10036-2714 

212-277-6500 

Attorney tor Applicant 
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